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DETAILED ACTION 

(1) . This is a Supplemental Action of Non-Final Rejection, which supersedes prior Non-Final 
Rejection dated 05/15/2007. The 3 months shortened statutory period starts upon the mailing 
date of this Supplemental Action. 

Applicants' Remarks and Amendments filed on 03/28/2007 have been received. 

Claim 19 is amended. Claim 7 is cancelled previously. 

A new ground of rejections for claims 1-6,8-20 is presented in the following. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 

subject matter which the applicant regards as his invention. 

(2) . Claim 19 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 19 depends on claim 7, which is cancelled. 

Claim Rejections - 35 USC §102 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

(3) . Claims 1-4, 6 and 8-9, 11-20 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Okumura et al (US20020055030A1), evidenced by Hideo et al (JP 61-009424A). 

As to component (A) of a conductive filler in a conductive resin composition in 
independent claim 1, Okumura et al (US20020055030A1) disclose the electro-conductive 
agent, a variety of components such as carbon powders, carbon fibers and metal powders can be 
employed ([0015], line 1-7). 

As to component (C) of a (meth)acrylate in independent claim 1 and claim 4, 
Okumura et al (US20020055030A1) disclose urethane (meth)acrylate formed by polyurethane 
oligomer and hydroxyC2-6alkyl (meth)acrylate. The polyurethane oligomer includes a reaction 
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product of diiisocyanate and polyether diols such as polycarbonate diols (aromatic polyether 
diols) the molar ratio of hydroxyl group to isocyanate group of the urethane oligomer is about 

0. 7/1 to 1.2/1 ([0049]). Therefore, the excess isocyanate group would completely reacted with 
hydroxyl group of (meth)acrylate, so that no active hydrogen atom is left. 

As to the component (C) of a (meth)acrylate having a M n of 500 to 10,000, which 
containing 20 to 80 wt% of an aromatic cyclic structural unit in independent claim 1, in view of 
substantially identical (meth)acrylate disclosed by prior art, and by applicants, it is examiner's 
position to believe that the (meth)acrylate of prior art would inherently possess M n and aromatic 
structural unit as claimed. Since USPTO does not have facilities necessary to conduct the 
measurements. The burden now is shifted to applicants to prove otherwise. In re Best, 562 F.2d 
1252, 195 USPQ 430 (CCPA 1977). 

As to component (B) a urethane-modified epoxy (meth)acrylate in a conductive resin 
composition in independent claim 1, Okumura et al disclose the urethane-modified 
(meth)acrylate resin ([0046]) by forming the polyurethane oligomer which is reaction product of 
diisocyanate and a diol. Okumura et al disclose the vinyl ester-series resin (e.g., epoxy 
(meth)acrylate), which is methacryloyl as evidenced by Hideo et al (JP 61-009424) that the 
monoepoxide reacted with mono(meth)acrylate forms a unsaturated acrylic ester diols (Abstract). 
Therefore, the Vinyl ester series resin includes diols. Okumura et al disclose the polyurethane 
oligomer include urethane-modified epoxy(meth)acrylate and also is urethane (meth)acrylate as 
evidenced by Hideo et al (JP 6 1 -009424). 

As to component (D) of other ethylenically unsaturated monomer in independent claim 

1, and claim 11, Okumura et al (US20020055030A1) radical-polymerizable diluent such as 
aromatic vinyl ester, in particular, styrene ([0058]-[0060]). 

As to the process of obtaining the component (B) of a urethane-modified epoxy 
(meth)acrylate in independent claim 1, it is noticed that the instant claim is composition claim, 
the patentability of a product does not depend on its method of production. In re Thorpe, 111 
F.2d 695,698, 277 USPQ 964, 966 (Fed. Cir. 1985). 

As to the limitation of claims 2 and 3, Okumura et al disclose the novolac type epoxy and 
other type of epoxy resin in paragraph (3) which includes 30 to 90 wt% of an aromatic cyclic 
structural unit and/or an aliphatic cyclic structural unit. 
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As to the limitation of claim 6, Okumura et al disclose polycarbonate diols which is 
known as aromatic polyether diols. 

As to the limitation of claim 8, in absence of showing the criticality of the records, the 
optimization value of ratio between component (b) of urethane-modified epoxy (meth)acrylate 
and component (c) of (meth)acrylate to be 95/5 to 50/50 in a known process renders prima facie 
obviousness within one ordinary skill in the art. In re Boesch, 617 ¥ 2d, 276, 205 USPQ 215, 219 
(CCPA 1980). 

As to the limitation of claim 9, Okumura et al disclose the wt ratio of the 
electroconductive agent to the radical -polymerizable thermosetting resin system is from 55/45 to 
95/5 ([0063], line 1-3), in other words, the content of component A is to be 55 to 95 wt%. 

As to limitation of claims 13-18, 20, Okumura et al disclose the separator for solid 
polymer-type fuel cell being produced by molding the resin composition which comprises an 
electro-conductive agent and a radical-polymerizable thermosetting resin system and a resin 
molding method (Abstract, line 1-4). 

As to components (A) - (D) in 1 st step method for producing a conductive resin 
composition in independent claim 12, the disclosure of Okumura et al is incorporated herein by 
reference, the most subject matters of components, and hydroxyl values, molar ratio as currently 
claimed, have been recited in applicants' claim 1, and have been discussed therein. 

As to kneading step in the method in independent claim 12, Okumura et al disclose the 
resin composition is kneaded with the use of conventional kneader ([0082], line 1-2). 

As to 2 nd step of reacting the kneaded mixture at a temperature of room temperature to 80 
°C in the method in independent claim 12, Okumura et al disclose the reaction for 8 hours at 
120 °C in Example 1 . In absence of showing the criticality of the records, the optimized reaction 
temperature ranged from room temperature to 80 °C in the known process renders prima facie 
obviousness within one of ordinary skills in the art. In re Boesch, 617 F.2d 272, 276, 205 USPQ 
215, 219 (CCPA 1980). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

(4) . Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Okumura et al 
(US20020055030A1). 

As to the limitation of claim 10, Okumura et al disclose the thermosetting to be 12 wt%, 
reactive diluent (styrene) to be 8 wt%, conductive fillers to be 80 wt% in Example 2, it would be 
obvious to have the distribution of components B, C such as 6 wt% of B and 4 wt% of urethane- 
(meth)acrylate C taught by Okumura to be within 12 wt% and to meet the instant claim. 

(5) . Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Okumura et al 
(US20020055030A1) in view of Toshiro et al (JP 03-199230). 

As to the limitation of claim 5, Okumura et al do not teach the polycarbonate diols 
(polyetherpolyol) to be alkylene oxide adduct of a multinucleate phenolic compound. 

However, Toshiro et al (JP 03-199230) teach the copolymer polycarbonate diol which is 
a compound (e.g. phosgene) requiring a dehydrochlorinating process, an alkylene carbonate, a 
diaryl carbonate or a dialkyl carbonate is reacted with an aliphatic diol prepared by blending 20- 
80 wt% adduct of a 2,2-(4-hydroxyphenyl)propane shown by the formula with an alkylene oxide 
and hexanediol to give the object polymer (Constitution). 

The advantage of using the polycarbonate diols having an aromatic cyclic structural unit 
and/or aliphatic cyclic structural unit to be an alkylene oxide adduct of a multinucleate phenolic 
compound taught by Toshiro et al (JP 03-199230) in the urethane (meth)acrylate is to provide 
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excellent mechanical strength, wet heat resistance, low-temperature characteristics, etc., in the 
polyurethane product (Abstract). 

Therefore, it would have been obvious at time the invention was made to use the 
polyetherpolyol of Toshiro et al for the polycarbonate diols taught by Okumura et al in order to 
obtain the advantage cited in the preceding paragraph. 

Response to Arguments 
(6). Applicant's arguments filed on 3/28/2007 have been fully considered but they are not 
persuasive. 

Applicants assert that the instant composition comprising both urethane (meth)acrylate 
and urethane-modified epxoy (meth)acrylate in instant claim 1 (page 9, Remarks). 

As evidenced by prior art reference Hideo et al (JP 6 1-009424 A), Hideo et al (JP 61- 
009424A) cites: urethane (meth)acrylate resin is obtained by reacting glycerin 
mono(meth)acrylate with organic diisocyanate, thus obtain isocyanate compound with hydroxyl- 
containing (meth)acrylate. The glycerin mono(meth)acrylate is obtained from glycidol 
(monoepoxides) and (meth)acrylic acid (Abstract). Therefore, the epoxy (meth)acrylate disclosed 
by prior art reference Okumura et al (US20020055030A1) as vinyl ester-series resin include 
(meth)acrylate diols capable to form the urethane (meth)acrylate resin by reacting with organo 
isocyanate. Okumura et al (US20020055030A1) also call this product as polyurethane oligomer 
in [0048]. Then, the urethane-modified epoxy(meth)acrylate as claimed by applicants is urethane 
(meth)acrylate in view of foregoing disclosure. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ives Wu whose telephone number is 571-272-4245. The 
examiner can normally be reached on 8:00 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571-272-1 166. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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